United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/728,267 


12/04/2003 


William M. Appling 


P-37/500622.20040 


7104 



26418 7590 01/11/2007 

REED SMITH, LLP 

ATTN: PATENT RECORDS DEPARTMENT 
599 LEXINGTON AVENUE, 29TH FLOOR 
NEW YORK, NY 10022-7650 



EXAMINER 



KOHARSKI, CHRISTOPHER 



ART UNIT 



PAPER NUMBER 



3763 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 01/11/2007 PAPER 

Please And below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summary 


Application No. 

10/728,267 


Applicant(s) 

APPLING, WILLIAM M. 


Examiner 

Christopher D. Koharski 


Art Unit 

3763 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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DETAILED ACTION 
Information Disclosure Statement 

The information disclosure statements (IDS) that were submitted on 1 0/1 2/2004 
and 1 1/01/2004 are in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
examiner is considering the information disclosure statements. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

Claims 1-22 are rejected under 35 U.S.C. 102(b) as being anticipate by Chee et 
al. (5,542,937). Chee et al. discloses a multilumen extruded catheter. 

Regarding claims 1-22, Chee et al. discloses a catheter comprising three distinct 
areas comprising a proximal tube (168) with a first polymer material of a first durometer 
and amount of radiopaque filler, a distal tube segment (166) with a second material and 
a different amount of radiopaque filler lower than the second (col 3, In 62-67), and a 
transition tube segment (172) that is interposed between the two other segments (col 4, 
In 44-49) with the transition joint being variable along its length (col 4, 25-30) (Figures 3- 
10). Chee discloses the catheter being formed of several different materials (col 4, In 3- 
17); in which physical parameters of the catheter can be varied along its length can be 
varied along its length along with the amount of radiopaque filler. The different disclosed 
tubing segments contain one or more lumens (Figures 3 and 10) that are integrally 
formed through solvent or heat joining (col 4, In 20-30). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 23-25 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Chee et al. in view of Ju et al. (5,725,513). Chee et al. meets the claim limitations as 
described above except for a hub on the end of the catheter. 

However, Ju et al. teaches a thin walled catheter with reinforcing sleeve. 

Regarding claims 23-25, Ju et al. teaches a thin walled reinforced catheter with a 
hub that is configured to remain outside the body (20) (Figure 1). 

At the time of the invention, it would have been obvious to add the catheter hub 
of Ju et al. to the catheter of Chee et al. because the addition of a catheter hub allows 
for agents to be delivery effectively through the catheter. The references are analogous 
in the art and with the instant invention; therefore, a combination is proper. Therefore, 
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one skilled in the art would have combined the teachings in the references in light of the 
disclosure of Ju et al. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher D. Koharski whose telephone number is 
571-272-7230. The examiner can normally be reached on 7:30am to 4:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's . 
supervisor, Nick Lucchesi can be reached on 571-272-4977. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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